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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name Relay Network, LLC
Entity limited liability company Citizenship Delaware
Address 201 King of Prussia Rd., Suite 161

Radnor, PA 19087
UNITED STATES

Attorney informa- | Cathleen E. Stadecker

tion Downs Rachlin Martin PLLC
199 Main Street, PO Box 190
Burlington, VT 05402-0190
UNITED STATES
tmip@drm.com
802-863-2375

Registration Subject to Cancellation

Registration No. 5375571 | Registration date | 01/09/2018

Registrant Tomorrow, LLC

227 W. Monroe Street
Suite 4900

Chicago, IL 60606
UNITED STATES

Goods/Services Subject to Cancellation

Class 009. First Use: 2017/10/06 First Use In Commerce: 2017/10/06
All goods and services in the class are subject to cancellation, namely: Magnetically encoded debit
cards; magnetically encoded prepaid debit cards; magnetically encoded stored value debit cards

Class 035. First Use: 2017/10/06 First Use In Commerce: 2017/10/06

All goods and services in the class are subject to cancellation, namely: Arranging and conducting loy-
alty and incentive reward programs through the distribution of prepaid stored value cards for the pur-
pose of promoting and rewarding loyalty

Class 036. First Use: 2017/10/06 First Use In Commerce: 2017/10/06

All goods and services in the class are subject to cancellation, namely: Financial services, namely,
loyalty program payment processing services; underwriting, management and administration ofannu-
ities; debit card services; prepaidcard services, namely, processing electronic payments made
through prepaid cards; stored value card services, namely, processing electronic payments made
through prepaid cards

Grounds for Cancellation

| Priority and likelihood of confusion Trademark Act Sections 14(1) and 2(d)



http://estta.uspto.gov

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration | 4049926 Application Date 02/04/2010

No.

Registration Date | 11/01/2011 Foreign Priority NONE
Date

Word Mark RELAY

Design Mark

Relay

Description of
Mark

The mark consists of the word "Relay" in upper and lower case stylized let-
ters,having a short line above the "e" and another short line below the "a".

Goods/Services

Class 042. First use: First Use: 2010/09/00 First Use In Commerce: 2010/09/00

Providing temporary use of non-downloadable computer software for connecting
businesses to customers, namely, software designed to enable businesses to
communicate electronically with their customersby accessing a network of cus-
tomer data

U.S. Registration | 5881908 Application Date 10/10/2017

No.

Registration Date | 10/15/2019 Foreign Priority NONE
Date

Word Mark RELAY

Design Mark

Description of NONE

Mark

Goods/Services

Class 038. First use: First Use: 2010/09/00 First Use In Commerce: 2010/09/00

Communication services, namely, providing electronic messaging services and

electronic transmission of text, data, graphics, images, documents and multime-
dia, all of the foregoing excluding services provided via a dedicated, screenless,
wireless communication device and companion software application on a separ-




ate computer device
Class 042. First use: First Use: 2010/09/00 First Use In Commerce: 2010/09/00

Providing temporary use of hon-downloadable computer software for connecting
businesses and customers, namely, softwaredesigned to enable businesses and
theircustomers to communicate electronicallyby accessing a network of custom-
er data; providing temporary use of non-downloadable software for businesses
and customers to engage with each other via electronic messaging and trans-
mission of text,data, graphics, images, documents and multimedia; providing
temporary use of non-downloadable software for businesses to view, analyze
and import customer engagement data; providing temporary use of non-
downloadable software for businessesto process electronic transactions by con-
necting customers to third party payment platforms

U.S. Application 87639979 Application Date 10/10/2017

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark RELAY

Design Mark

RELAY

Description of
Mark

NONE

Goods/Services

Class 036. First use: First Use: 0 First Use In Commerce: 0

Providing electronic mobile payment services for others; bill payment ser-
vices;electronic funds transfer services; electronic payment services involving
electronic processing and subsequent transmission of bill payment data for
users of computer and communication networks

Class 038. First use: First Use: 0 First Use In Commerce: 0

Electronic transmission of bill paymentdata for users of computer and commu-
nication networks

Class 042. First use: First Use: 0 First Use In Commerce: 0

Providing temporary use of hon-downloadable software for processing electronic
payments

Attachments

77927757#TMSN.png( bytes )
87640058#TMSN.png( bytes )
87639979#TMSN.png( bytes )
Petition to Cancel.pdf(109931 bytes )
Exhibit A.pdf(485235 bytes )

Exhibit B.pdf(511240 bytes )

Exhibit C.pdf(498873 bytes )

Exhibit D.pdf(514784 bytes )

Signature

/cathleen e stadecker/




Name

Cathleen E. Stadecker

Date

04/08/2020




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 5,375,571 for RELAY
Registered: January 9, 2018

Relay Network, LLC
Petitioner,

V. : Cancellation No.:

Tomorrow, LLC
Respondent.

PETITION TO CANCEL

Relay Network, LLC, a Delaware limited liability company with an address at 201 King
of Prussia Rd., Suite 161, Radnor, Pennsylvania 19087 (hereinafter, “Petitioner”), bbakeéves t
will be damaged by the continued registration of the RELAY mark, which is set forth in
Registration No. 5,375,571, owned by Tomorrow, LLC, a Delaware limited liability company,
with an address at 227 W. Monroe Street, Suite 4900, Chicago, lllinois 60606 (hereinafter,
“Respondent”), and hereby opposes registration of the same.

As grounds for opposition, Petitioner alleges as follows:

1. Petitioner uses the mark RELAY in the U.S. in connection with electronic
messaging and communications software, including software for processing electramenisay
by connecting customers to third party payment platforms, with use datingtfleastas early as
September 2010, well before the earliest date Respondent can possibly claim aftBrdate

use (the “RELAY Mark?).



2. Petitioner is the owner of Reg. No. 4,049,926, for the mark RELAY (Stylized) for
“Providing temporary use of non-downloadable computer software for connecting businesses to
customers, namely, software designed to enable businesses to communicate electromically wit
their customers by accessing a network of customer data,” in International Classed2omase
in commerce since at least as early as September 2010. A true and correct poimioioe fr
website of the USPTO setting forth the details of Reg. No. 4,049,926 is attadbdulasA .

3. Petitioner is the owner of Reg. No. 5,881,908 for RELAY for “Communication
services, namely, providing electronic messaging services and eleatamsimission of text, data,
graphics, images, documents and multimedia, including via mobile handkeldsdand via wired
and wireless communication devices,” in International Class 38, and “Proednpgptary use of
non-downloadable computer software for connecting businesses and customers, namahg, sof
designed to enable businesses and their customers to communicateieddigtipnaccessing a
network of customer data; providing temporary use of non-downloadablessfiv businesses
and customers to engage with each other via electronic messaging amissiamsof text, data,
graphics, images, documents and multimedia; providing temporary use of noloadable
software for businesses to view, analyze and import customer engageragptalatiing
temporary use of non-downloadable software for businesses to process elaeingaittions by
connecting customers to third party payment platforms,” in International Clasasé? &n use in
commerce since at least as early as September 2010. A true and correat fsant the website

of the USPTO setting forth the details of Reg. No. 5,881,908 is attachedhias B .



4. Petitioner is also the owner of application Serial No. 87/639,979 for the mark
RELAY, which was filed on October 10, 2017 based on intent to use, and is pending for
“Providing electronic mobile payment services for others; bill payment services; eledtnots
transfer services; electronic payment services involving electronic processing and sutbseque
transmission of bill payment data for users of computer and communication networks,” in
International Class 36; “Electronic transmission of bill payment data for users of esrapdt
communication networks,” in International Class 42; and “Providing temporary use of non-
downloadable software for processing electronic payments,” in International Cl@ke 42
“RELAY Application”). A true and correct copy of a printout from the USPTO websitange
forth the details of the RELAY Application is attachedzasibit C.

5. On January 9, 2018, Respondent obtained a registration, designated Reg.

No. 5,375,571, for the mark RELAY mark for use in connection with “magnetically encoded

debit cards; magnetically encoded prepaid debit cards; magnetically encoded stored value debit
cards” in International Class 9; “arranging and conducting loyalty and incentive rewardnpsogr
through the distribution of prepaid stored value cards for the purpose of promoting and rewarding
loyalty” in International Class 35; and “financial services, namely, loyalty progrgmerd

processing services; underwriting, management and administration of annuities; debit card
services; prepaid card services, namely, processing electronic payments made tle@aigh pr

cards; stored value card services, namely, processing electronic payments made through prepaid
cards” in International Class 36 (such registration is referred to as the “REEgistRtion”).

A true and correct printout from the website of the USPTO setting forth the details of theYyRELA

Registration is attached &Exhibit D.



6. By Office Action dated March 14, 2019, the U.S. Patent and Trademark Office
issued a final refusal of Petitioner's RELAY Application based on a likelihood of confusibn wit
Respondent’s RELAY Registration. Petitioner is thereby damaged by the continuedtregistr
of Registration No. 5,375,571.

7. On information and belief, Petitioner's RELAY Mark has been in continuous use
in commerce since before any use by Respondent of the mark set forth in Respondent’'s RELAY
Registration.

8. In view of the fact that the mark in the RELAY Registration is identical to
Petitioner's RELAY Mark, and that the goods and services set forth in the RELAY Riggstra
are related to the services offered under Petitioner's RELAY Mark, the mark in Respende
RELAY Registration is likely to cause confusion, or to cause mistake, or to deceive héthin t
meaning of Section 2(d) of the Trademark Act.

WHEREFORE, Petitioner asks that this Petition be sustained in favor obRetiéind
that Registration No. 5,375,571 be cancelled.

Respectfully submitted,

DOWNS RACHLIN MARTIN PLLC
Attorneys for Petitioner

Date: April 8, 2020 %
Burlington, Vermont

By:

Cathleen E. Stadecker, Esq.
199 Main Street, P.O. Box 190
Burlington, VT 05402-0190
Tel: 802-863-2375

19906770.1
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EXHIBIT A

nimbus screenshot app print

screenshot-tsdr.uspto.gov-2020.04.08-09_12_09

https://tsdr.uspto.gov/#ticaseNumber=4,049,926&caseSearchType=US_APPLICATION&case Type=DEFAULT&searchType=statusSearch

UNITED STATES

08.04.2020

About Us Careers Contact Us

PATENT AND TRADEMARK OFFICE

Patents Trad

USPTO = Trademark > TSDR = Trademark Search

emarks Learning and Resources

& TSDRFAQ'S

BULK DATA: Sincs May T at 12 a.m., the TSDR Application Programming Interface (API) has not
included all information. Images of trademark registration certificates issued since July 2016 and
some office actions are absent in the API. Customears who need to retrieve a copy of a registration
certificate or an office action should download it directly from the TSDR documents tab

INTERMITTENT SYSTEM ISSUES: Due to high-volume usage, you may experience intermittent
issues on tha Trademark Status and Document Retrieval (TSDR) system between 6 —8am ET.
Refreshing your web browser should resolve the issue. If you still need assistance accessing a
document, email teasi@uspte.gov and include your serial number. the document you are looking
for, and a screenshot of any error messages you have received.

(&)
Ly

STATUS DOCUMENTS

Generated on:

Mark:

US Serial Number:

US Registration Number:
Register:

Mark Type:

TM5 Common Status
Descriptor:

Status:
Status Date:
Publication Date:

~ Mark Information
Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:

Description of Mark:

Color{s) Claimed:

Design Search Code(s):

Trademark Status & Document Retrieval (TSDR) @

SEARCH MuLTI-SEARCH @

US Serial, Registration, or Reference Mo. v 4049926

'a' Download ﬂ Print Preview

2]

This page was generated by TSDR on 2020-04-08 09:02:47 EDT

MAINTENANCE

RELAY
R l
| y
77927757 Application Filing Date: Feb. 04, 2010
40490925 Registration Date: MNov. 01, 2011
Principal

Service Mark
LIVE/REGISTRATION/ssued and Active

The trademark application has been registerad with the Office

A Sections & and 15 combined declaration has been accepted and acknowledged.
Mov. 05, 2017
Jan. 18, 2011 Notice of Allowance Date: Mar 15, 2011

gt Expand_ Al
RELAY
Mo
3 -AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S) LETTER{S}yNUMBER(S)

The mark consists of the word "Relay” in upper and lower case stylized letters, having a short line above the "e” and another short line
below the "a

Color is not claimed as a feature of the mark

26.17.13 - Letters or words underlined andfer overlined by ong or more strokes or lines; Underlined words or letters, Overlined words or
letters

~ Goods and Services

Note:
The following symbals in
Brackets |

cate

] indicate deleted g

that the re wnerhas amended the goods/services

= Double parenthesis ((..)) Identify any geodsiservices not claimed in a Seclion 15 affidavit of incontestabiiity, and

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html

12



4/8/2020 nimbus screenshot app print
» Asterisks ®.* identify additional (new) wording in the goodsiservices.

For: Providing temporary use of non-downloadable computer software for connecting businesses to customers, namely, software designed to
enable businesses to communicate electronically with their customers by accessing a network of customer data

International Class(es): 042 - Primary Class U.8 Class{es): 100, 101
Class Status: ACTIVE
Basis: 1(a)
First Use: Sep 2010 Use in Commerce: Sep. 2010

- Basis Information (Case Level)

Filed Use: No Currently Use: Yes
Filed ITUW: ‘Yes Currently ITU: No
Filed 44D: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed G6A: Mo Currently No Basis: No

Filed No Basis: No
~ Current Owner(s) Information
Owner Name: Relay MNetworl, LLC

Owner Address: 201 King of Prussia Rd. Suite 181
Radnor, PENNSYLVANIA UNITED STATES 19087

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where DELAWARE
Qrganized:

~ Attorney/Correspondence Information

=~ Prosecution History

-~ TM Staff and Location Information

=~ Assignment Abstract Of Title Information - Click to Load
~ Proceedings - Click to Load

Download Adobe Reader

If you are the applicant or the applicant's attorney and have guestions about this file, please contact the Trademark Assistance Center

UNITED STATES
PATENT AND TRADEMARK OFFICE

USPTO BACKGROUND FEDERAL GOVERNMENT

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 2/2
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screenshot-tsdr.uspto.gov-2020.04.08-09_15_31

https://tsdr.uspto.gov/#caseNumber=5,881,908+&caseSearchType=US_APPLICATION&case Type=DEFAULT&searchType=statusSearch
08.04.2020

UMNITED STATES AboutUs  Careers  ContactUs

PATENT AND TRADEMARK OFFICE

Patents Trademarks Learning and Resources

USPTO > Trademark = TSDR = Trademark Search %) TSDR FAR'S

BULK DATA: Since May 7 at 12 a.m., the TSDR Application Programming Interface (API) has not
included all information. Images of trademark registration certificates issued since July 2016 and
some office actions ara absent in the APL. Customers who need to retrieve a copy of a registration
certificate or an office action should download it directly from the TSDR documents tab

INTERMITTENT SYSTEM ISSUES: Due to high-volume usage, you may experience intermittent
issues on the Trademark Status and Document Retrieval (TSDR) system between 6—8 am. ET.
Refreshing your web browser should resolve the issue. If you still need assistance accessing a
document, email teas@uspto.gov and include your serial number. the document you are looking
for, and a screenshot of any emmor messages you have received.

2, Trademark Status & Document Retrieval (TSDR) @

SEARCH MULTI-SEARCH @)

US Serial, Reqgistration, or Reference Mo. ¥ 58815908

5 results found

STATUS DOCUMENTS MAINTENANCE @ ¥ Download - MEM Print Preview

Generated on: This page was generated by TSDR on 2020-04-08 09:15:05 EDT

Mark: RELAY
US Serial Number; 87540058 Application Filing Date: Oct. 10, 2017
US Registration Number; 5821903 Registration Date: Oct. 15, 2018
Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal
Mark Type: Service Marl

TM5 Common Status LIVE/REGISTRATION/ssued and Active

Descriptor:
The trademark application has been registered with the Office

Status: Registared The registration date is used to determine when post-registration maintenance decuments are due
Status Date: Cci 15 2019
Publication Date: Jul 022019
~ Mark Information > Expand &l
Mark Literal Elements: RELAY
Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color
Mark Drawing Type: 4 - STANDARD CHARACTER MARK
~ Related Properties Information

~ Goods and Services

Note:

Thie following symbaols indicate that the
s Brackets [.] ind
» Double parenthe
« Asterisks * * iden

gistrant/owner has amended the goods/services:

dsfservices nof ciaimed in 2 Seclion 15 affidavil of incontestability; and
rding in the goodsisenvices.

)} identify any g

Ty additional (new

For: Communication services, namely, providing electronic messaging services and electronic transmission of text, data, graphics, images,
documents and multimedia, all of the foregoing excluding services provided via a dedicated, screenless, wireless communication device
and companion software application on a separate computer device

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 1/2



4/8/2020 nimbus screenshot app print
Intermational Class(es): 033 - Primary Class U.S Class{es): 100, 101, 104
Class Status: ACTIVE
Basis: 1(a)
First Use: Sep. 2010 Use in Commerce: Sep. 2010

For: Providing temporary use of non-downloadable computer sofiware for connecting businesses and customers, namely, software designed
to enable businesses and their customers to communicate electronically by accessing a network of customer data; providing tempoerary
use of non-downloadable software for businesses and customers to engage with each other via electronic messaging and iransmission
of text, data, graphics, images, documents and multimedia; providing tempoerary use of non-downloadable software for businesses to

view, analyze and import customer engagement data; providing temporary use of non-downloadable software for businesses to procass
glectronic transactions by connecting customers to third party payment platforms

Intermational Class(es); 042 - Primary Class U.§ Class{es): 100, 101
Class Status: ACTIVE
Basis: 1(a)
First Use: Sep. 2010 Use in Commerce: Sep. 2010

~ Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes
Filed ITW: Mo Currently [TU: No
Filed 440: No Currently 44E: No
Filed 44E: No Currently 66A: No
Filed BGA: Mo Currently No Basis: No

Filed No Basis: No
~ Current Owner(s) information
Owner Name: Relay Networlg, LLC

Owner Address: 201 King of Prussia Rd., Suite 161
Radnor, PENNSYLVANIA UNITED STATES 19087

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where DELAWARE
Organized:

« Attorney/Correspondence Information

=~ Prosecution History

-~ TM Staff and Location Information

=~ Assignment Abstract Of Title Information - Click to Load
~ Proceedings - Click to Load

Download Adobe Reader

If you are the applicant or the applicant's attorney and have guestions about this file, please contact the Trademark Assistance Centar

UNITED STATES
PATENT AND TRADEMARK OFFICE

USPTO BACKGROUND FEDERAL GOVERNMENT

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 2/2



EXHIBIT C

4/8/2020 nimbus screenshot app print
screenshot-tsdr.uspto.gov-2020.04.08-09_17_50

https://tsdr.uspto.gov/#icaseNumber=87/639,979+&caseSearchType=US_APPLICATION&case Type=DEFAULT&searchType=statusSearch
08.04.2020
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EXHIBIT D
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screenshot-tsdr.uspto.gov-2020.04.08-09_20_01

https://tsdr.uspto.gov/#ticaseNumber=5375571&caseSearchType=US_APPLICATION&case Type=DEFAULT&searchType=statusSearch
08.04.2020
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